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1 )KI Responsive to communication(s) filed on 26 April 2010 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 28-49 is/are pending in the application. 

4a) Of the above claim(s) 38-44,48 and 49 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 18-37 and 45-47 is/are rejected. 
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8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
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FIANL ACTION 

Status of the Claims 

1 . This action is in response to papers filed 26 April 2010 in which the Specification 
and claims 28, 39-41 and 44 were amended and claims 48-49 were added. The 
amendments have been thoroughly reviewed and entered. 

The previous rejections in the Office Action dated 26 October 2009, not reiterated 
below, are withdrawn in view of the amendments. Applicant's arguments have been 
thoroughly reviewed and are discussed below as they apply to the instant grounds for 
rejection. New grounds for rejection, necessitated by the amendments, are discussed. 

Election/Restrictions 

2. Newly submitted claims 48-49 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: 

Newly added claims 48 and 49 are drawn to a process for producing a fine metal 
structure and the structure produced. These claims fall into Group 2 of the restriction 
requirement mailed 25 August 2009. Because the inventions listed as Groups 1-6 do 
not correspond to a special technical feature as defined by PCT Rule 13.2, restriction is 
proper. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 48-49 are also withdrawn from 
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consideration as being directed to a non-elected invention. See 37 CFR 1 .142(b) and 
MPEP § 821 .03. 

Claims 38-44 and 48-49 are withdrawn from prosecution. 

Claims 28-37 and 45-47 are under prosecution. 

Specification 

3. The amendments to pages 27, 30 and 32 filed 26 April 2010 have been reviewed 
and entered. 

Information Disclosure Statement 

4. The information disclosure statement filed 26 April 2010 has been reviewed. A 
copy of the initialed 1449 is included with this office action. It is noted that the 
Takenaka reference (U.S. Patent No. 6,916,614) is lined-through. The reference was 
made of record in the Office Action of 26 October 2009. Therefore, the listing on the 
1449 is a duplicate citation. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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6. Claims 28-30, 32-35, 37 and 45-46 are rejected under 35 U.S.C. 102(b) as 
anticipated by Georger et al (U.S. Patent No. 5,342,737, issued 30 August 1994). 

Regarding Claim 28, Georger teaches a fine metal structure having a plurality of 
projections (microstructures) wherein the diameter is 1-3 urn (Column 5, lines 1-11 and 
Column 15, lines 4-6), wherein the height is greater than the diameter (Column 4, lines 
61-68 and Column 15, lines 4-6) and wherein the microstructures are made of an alloy 
containing a non-metallic element (e.g. boron, Column 4, lines 14-30, Column 4, line 61- 
Column 5, line 11 and Column 12, lines 65-68). Georger further teaches the 
microstructures are coated with an electroless plating catalyst layer (Column 3, line 65- 
Column 4, line 13 and paragraph spanning Columns 12-13). 

Regarding Claim 29, Georger teaches a non-metallic element is boron (Column 
12, lines 65-68). 

Regarding Claim 30, Georger teaches the microprojection is coated with a 
coating e.g. gold (Column 13, lines 9-15). 

Regarding Claim 32, Georger teaches a fine metal structure having 
microprojections coated with a layer different from the microprojections e.g. gold 
(Column 4, lines 14-30; Column 4, line 61-Column 5, line 11; Column 12, lines 65-68; 
and Column 13, lines 9-15). 

Regarding Claim 33, Georger teaches a fine metal structure wherein the 
diameter is 1-3 urn (Column 5, lines 1-11 and Column 15, lines 4-6). 

Regarding Claim 34, Georger teaches the height is greater than the diameter 
(Column 4, lines 61-68 and Column 15, lines 4-6). 
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Regarding Claim 35, Georger teaches the microstructures are made of an alloy 
containing a non-metallic element (e.g. boron, Column 4, lines 14-30, Column 4, line 61- 
Column 5, line 11 and Column 12, lines 65-68). 

Regarding Claim 37, Georger teaches the microprojection is coated with a 
coating e.g. gold (Column 13, lines 9-15). 

Regarding Claim 45-46, Georger teaches a microchip having the microstructures 
of Claim 28 (Example 3, Columns 14-15). 



Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 28-31 , 36 and 45-47 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable Georger et al (U.S. Patent No. 5,342,737, issued 30 August 1994) in view 
of Takenaka et al (U.S. Patent No. 6,916,614, filed 8 March 2002) or Kobori et al (U.S. 
Patent No. 6,749,731, published 6 September 2002). 

Regarding Claim 28, Georger teaches a fine metal structure having a plurality of 
projections (microstructures) wherein the diameter is between 0.25 and 30 urn (which is 
encompassed by the claimed range of 10nm to 10 urn), wherein the height is greater 
than the diameter and wherein the microstructures are made of an alloy containing a 
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non-metallic element (e.g. boron, Column 4, lines 14-30, Column 4, line 61 -Column 5, 
line 1 1 and Column 12, lines 65-68) wherein the microprojection is coated with a coating 
e.g. gold (Column 13, lines 9-15). 

Regarding Claims 31 , 36 and 45-47, Georger teaches a microchip having the 
microstructures of Claim 28 (Example 3, Columns 14-15) and further teaches that the 
structure is useful as an addressable sensor for electrochemical assays (Column 3, 
lines 5-20) but does not teach organic material attached to the surface of the 
microprojections. However, organic biomolecules e.g. DNA attached to microprojecting 
electrodes was well known in the art at the time the invention was made as taught by 
Takenaka and Kobori. 

Takenaka teaches a microprojection array wherein elongated microprojections 
are coated with gold and linked to DNA (column 8, lines 17-28) thereby forming a DNA 
chip for DNA assays (Abstract). Takenaka teaches the microprojection array is capable 
of high throughput electrochemical detection DNA hybridizations with high sensitivity 
detection and analysis (Column 2, lines 50-60). 

Kobori also teaches a microprojection array wherein elongated microprojections 
are coated with gold and linked to DNA (Column 6, lines 32-67) thereby forming a DNA 
chip for DNA assays (Abstract). Kobori also teaches the microprojection array is 
capable of high throughput electrochemical detection DNA hybridizations with high 
sensitivity detection and analysis (Column 5, lines 4-9). 

It would have been obvious to one of ordinary skill in the art at the time the 
claimed invention was made to apply the DNA immobilization and DNA chips of 
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Takenaka and/or Kobori to the microprojection array of Georger. One of ordinary skill 
in the art would have been motivated to do so based on the expressed desire of 
Georger to provide for electrochemical assays (Column 3, lines 5-20). The artisan 
would have been further motivated with a reasonable expectation of success based on 
the teachings of Takenaka and/or Kobori and further for the benefit providing high 
throughput electrochemical detection DNA hybridizations with high sensitivity detection 
and analysis as desired in the art (Takenaka, Column 2, lines 50-60 and Kobori, 
Column 5, lines 4-9). 



Response to Arguments 

9. Applicant acknowledges that Georger uses a nickel=boron plating bath but 
asserts that the catalyst of Georger is a "conventional colloidal catalyst" and not a 
molecular electroless plating catalyst as claimed. Applicant discusses Examples 1-4 
of the instant specification and asserts that "only when using a molecular electroless 
plating catalyst, instead of using a conventional colloidal catalyst, as the catalyst serving 
as a starting point of the electroless plating reaction, is it possible to fill the cavity free of 
defects and to produce a fine metal structure of large aspect ration with high precision". 
Applicant argues that Georger does not teach or suggest the catalyst as claimed. 

Applicant's arguments fail to comply with 37 CFR 1.111 (b) because they amount 
to a general allegation that the claims define a patentable invention without specifically 
pointing out how the language of the claims patentably distinguishes them from the 
references. 
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The instant specification illustrates a comparison between colloidal electroless 
plating catalyst HS202B and a catalyst solution (Neogant 834 produced by Atotec 
Japan) (see Example 1-4). The specification provides no experimental data regarding 
the comparison. The specification merely states that no defects existed for the 
Neogant 834 while defects existed for the HS202B. Furthermore, the instant 
specification merely compares one catalyst i.e. Neogant 834. The claims are not 
limited to this catalyst. The claims merely define a "molecular electroless plating 
catalyst". Additionally, Georger exemplifies Cataposti ® 44 and does not use HS202B 
which the specification uses for a comparison. Therefore, the specification does not 
provide a comparison to the prior art. For all the above reasons, the specification 
provides no factional or experimental evidence illustrating an advantage for the instantly 
claimed invention over the prior art. 

Additionally, the instant specification provides no limiting definition for the newly 
claimed "molecular electroless plating catalyst". The courts have stated that claims 
must be given their broadest reasonable interpretation consistent with the specification 
In re Morris, 127 F.3d 1048, 1054-55, 44 USPQ2d 1023, 1027-28 (Fed. Cir. 1997); In re 
Prater, 415 F.2d 1393, 1404-05, 162 USPQ 541, 550-551 (CCPA 1969); and In re Zletz, 
893 F.2d 31 9, 321-22, 1 3 USPQ2d 1 320, 1 322 (Fed. Cir. 1 989) (see MPEP 21 1 1 ). The 
claims are given the broadest reasonable interpretation consistent with the broad claim 
language and specification wherein the newly claimed catalyst is not defined. Given 
the breath of the claims and the lack of further guidance from the specification, it is 
maintained that Georger teaches all the elements of Claim 28. 
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Applicant further argues that Takenaka and/or Kobori do not cure the deficiencies 
of Georger. The argument is not found persuasive because, as stated above, Georger 
is not deemed deficient. 



Conclusion 

10. No claim is allowed. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BJ Forman whose telephone number is (571) 272-0741 . 
The examiner can normally be reached on 6:00 TO 3:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dave Nguyen can be reached on (571) 272-0731 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

BJ Forman 
Primary Examiner 
Art Unit 1634 

/BJ Forman/ 

Primary Examiner, Art Unit 1634 



